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18) Fuyjifilm Corp. v. Benun,605 F.3d 1366 (Fed. Cir. 2010)

19) LGE suggests that the Intel Products would not infringe its patents if they
were sold overseas, used as replacement parts, or engineered so that use with
non-Intel Products would disable their patented features. Brief for Respondent
2122, n. 10. But Univis teaches that the question is whether the product is
“capable of use only in practicing the patent,” not whether those uses are
infringing. 316 U. S., at 249 (emphasis added). Whether outside the country or
functioning as replacement parts, the Intel Products would still be practicing
the patent, even if not infringing it. And since the features partially practicing
the patent are what must have an alternative use, suggesting that they be
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2295 91g3haA AzZtEY Al 602)(D)FS o ol H8 7HsEhA
gt F4d =4, Quality King Alo] oA AWdHALS A2HES vl
X3 @ 17 USC 109(a) 23l w23 Al 602(a) =39 $v-e
i dste] Hale SRR 109(a) &3] 602(a) &3> 109(a) <
AHE A2 7HAaLA s A Hojof ghrkar AA F

= 109(a) =go] A= 9nl Zolth Quality King 7 o] 2= A
FEeof & M2 “AEAT AFES dujd olste] I AFES A
A4 Aol FolA sttt T AZAA= 1 A ZES] wjE g

AAol 3 et Aee 27 AR BA Golrj2

N

21) KIRTSAENG, DBA BLUECHRISTINE99 v. JOHN WILEY & SONS, INC.
CERTIORARI TO THE UNITED STATES COURT OF APPEALS FOR THE
SECOND COURT #kar

22) 602 (a) Infringing Importation or Exportation.— (1) Importation.— Importation
into the United States, without the authority of the owner of copyright under
this title, of copies or phonorecords of a work that have been acquired outside
the United States is an infringement of the exclusive right to distribute copies
or phonorecords under section 106, actionable under section 501.

23) Quality King Distribs., Inc. v. L’Anza Research Int'l, Inc. 523 U.S. 135 (1998)

24) %+% (once the copyright owner places a copyrighted item in the stream of
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SAW Quality King #lol=o]d mHom 58 442 #zos
Mol @zl B Agolme ARAPe ART PRI AzEe
MEATS AT Hgatet JEGEA 8 109a) =

9% wujel A9 Ago] HieA Yol U BRS¢ Ba: g9

T} 25)

o

e

(2) A#AR 109(a)e] A

Wiley+ 109(a) x&°] dHFEQ “of W we} iAoz 5ozl
(“lawfully made under this title”)e] ¥+ oA ABAakE #2}E 9
A A8o] i oAl ArtE AHzpEo s = A8HA &

=t F3438 quality King Alo] =9 A8S vA 2 ot

commerce by selling it, he has exhausted his exclusive statutory right to
control its distribution)

25) §109. LIMITATIONS ON EXCLUSIVE RIGHTS: EFFECT OF TRANSFER
OF PARTICULAR COPY OR PHONORECORD
(a) Notwithstanding the provisions of section 106(3) [17 USC 106(3)], the
owner of a particular copy or phonorecord lawfully made under this title, or
any person authorized by such owner, is entitled, without the authority of the
copyright owner, to sell or otherwise dispose of the possession of that copy
or phonorecord. Notwithstanding the preceding sentence, copies or
phonorecords of works subject to restored copyright under section 104A [17
USC 104A] that are manufactured before the date of restoration of copyright
or, with respect to reliance parties, before publication or service of notice
under section 104A(e) [17 USC 104A(e)], may be sold or otherwise disposed
of without the authorization of the owner of the restored copyright for
purposes of direct or indirect commercial advantage only during the 12-month
period beginning on-- (1) the date of the publication in the Federal Register
of the notice of intent filed with the Copyright Office under section
104A(d)(2)(A) [17 USC 104A(d)(2)(A)], or (2) the date of the receipt of actual
notice served under section 104A(d)(2)(B) [17 USC 104A(d)(2)(B)], whichever
occurs first.
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o] T} 28)29)

F &3 AA T, Lexmark Alo]2~o A oWl &4 WAL EHS A&
H g 109(a)et 22 230 S+ glem mebA Kirtsaeng

Aol 2~ o] Fo| %= Jazz Photo 7lol=7} o] W3] frastctar oA 3T,

28) First-Sale Doctrine: Authorized Foreign Sales Exhaust US Copyrights %3l
(A A} Dennis Crouch)

29) BFEA - 5 - A AW &% A
Wi el Kirtsaeng #H2S &3t T S vho] A EofdAx
TA LS AstE HER2 AT o 2N Hlmo = oA 53 Zofrte] =
Al azlo] AAEA eFe FokE A HAT FEHIA D] v=o Ay
S8 ey Allx A8E AgEolt= TEHE 7 9 dHE AEE
Fe WHolA FAE EES 25 Qo' o] Kirtsaeng WA whep A4
Ao ALzl FHHE Hdo] 538l HejM = FA A58
2 Jazz Photo #4249 AdH&S HAAL FALIS AT 7hsAdo] Hox
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A34 Jazz Photo A o] 2= A ¢ A4 %30)

I %

Fuji Photo Film Co.(“Fuji”)© LFFPsgtil &2 =3D A3 8 7132 E
Azgded o ivets g T AFS=E AMESHA Ha dFo] I

dadol = M EAA Al A

aill

Jazz Photo Corporations ¥33F 37704 = A7l o] AME 3 vy A3
& IS m=e g8 AR @A FAG & onla dtoez Hdl
= A ZER A wEEE ZFEle] d3E stegE A= Y
(refurbish) w]=rell =2k

Fujits AAE Bf3tal de 59
F3gE oy AE A E v =4 59 9193 (International Trade

Commission) (“ITC“)ell @AW yto 2 A4S 7] c}.33)34)

15742 2 Jazz Photo Corporations

2. ITCAA 9 HH

30) Jazz Photo v. ITC 264 F3d 1094 (Fed. Cir. 2001)

31) lens—fitted film packages

32) “disposable cameras”, “single use cameras”, or “one-time use cameras’
33) under section 337 of the Tariff Act of 1930 as amended, 19 U.S.C. 1337

34) Section 337 makes unlawful "[t]he importation into the United States . . . of
articles that . . . infringe a valid and enforceable United States patent . . . [or
that] are made, produced, processed, . . . under, or by means of, a process

covered by the claims of a valid and enforceable United States patent.” 19
U.S.C. 1337(a)(1)(B).
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ITCE Jazz Photot Fujirtel 535S UF& Haldve dA T &=
g olg g e ol FE Fujirte] #vf 5430 %= A ITCH
et WEW Aujd g E A E Frls A9 (refurbishment) = Al
Eo QA2 (reconstruction)d] dFetE 8= F = IYEA 9

o TRAGT BAHT
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35) Aro Manufacturing Co. v. Convertible Replacement Co., (377 U.S. 476 (1964))
Aol ~gE FastH 589 AFS Tt A= 1 AFS FEshe o gig A
A A1 (implied license)& Hfratal lvh. whebrd wA7p 7hsdh F-550 3
wel tisi A= 7+ # 8 (contributory infringement)E& A sHA ¢hethal A
?‘5]—
36) Jazz Photo’} %3+ Aro Manufacturing Co. v. Convertible Replacement
Co., Aol 2ol oA Ho7} HA Gevhal 43k

37) General Exclusion Order to Cease and Desist

38) Jazz Photo v. ITC 264 F3d 1094 (Fed. Cir. 2001) Intro il

39) Thus patented articles when sold "become the private individual property of
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the purchasers, and are no longer specifically protected by the patent laws.”
_ 24 _

Mitchell v. Hawley, 83 U.S. (16 Wall.) 544, 548 (1872)

40) Wilson v. Simpson, 50 U.S. (9 How.) 109 (1850)




m7F o] Folxl Ag-olofof dTha AdIdT. = Fa4dS "53] AT
ol A o m Aujrh o] ozl A 1 o] Aol Fufo] sl

jﬁ‘
M B8] 27 oo o8 FHZRE AHBT DT BA G

EFE A MY ‘va 53 AHE oA A" AF e &
A=A etk ao]Ro] 93t HEE wouy A v HzAvrt
nj ol Al o] Fo] zof 3t} Boesch v. Graff, 133 U.S. 697, 701-703
(1890)= F=xshd, el=olA e A3 Fujdxete n=xoz 9 =
< "= oA A E str] fside vl S A A gold s W

Jazz Photo Ao+ AW 4 WY 2AC=ZA dA7HAE A &

Mool 55 2713 BAsA s A Y )

At A WHAS HT Lexmark Ao]zoA AWk A WAL Jazz

Photo #Alo] 2% Kirtsaeng Alo] 2 o]Fo|x o @3] F&strta dHA

41) Jazz Photo v. ITC 264 F3d 1094 (Fed. Cir. 2001) Discussionf section & “The
Law of Permissible Repair and Prohibited Reconstruction” #% 331
42) 4F
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HoAlo] 2o ok A3 Jazz Photo 7ol 29t FAFEE Ab#E|EA] Fujirt
+ LFFPE A4 3 dvidl= A S d9stae dflar, LFFPer ¥4
olg] 5312 Bfsta YAt LFFP7F Anj&bel]l o8] 3 Algo] =
&5 dd&oA LFFPE 7H&estay s ddzit. v 45 44
= AH8E LFFP Ad7lE d3golmz auztel Al A 5854+
xet.

&2

Jazz Products LLC (“Jazz”)Al+= ©] ¥ # % LFFPE A A RYE ALS
o MALE 7tEstel #ulE sk Th 20059 Fuyjifilm - Corporation

(“Fuji”) = Jazz 59 Alw 544 AR 25 71769

Jazz= Jazz Photo Corporation®] A A T2 IJAHHY4D o8] +S

2 @ 5 A9 Benuné A2 3AIH. PE= A2 AF PColl o) @l

43) Fujifilm Corp. v. Benun 605 F.3d 1366 (Fed. Cir. 2010)

44) %% Background section %L

45) Jack C. Benun (“Benun”), Jazz Products LLC (“Jazz”), Polytech Enterprise
Ltd. (“PE”) and Polytech (Shenzhen) Camera Co. (“PC”)

46) the United States District Court for the District of New Jersey

47) Bankruptcy Court
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A Algel] dg Aus A FS AL ol A AV Aol

ATt BHAIRE Quanta Alo] &= 9l =oll A o] Fufrh o] Foj X A -7} of
Ut 93] 42 Quanta Aol oA “elael Ao wujer # §lo)”
(whether outside the country) #t& &7 W&ol zZ}5 69 &3k} 5D

ofth. webq Lul=sl o B ety Axolze AdH ARL

Jazz Photo 7Alo]Z=oll Al A} a4 Wdo] o=oAe] dAwj7} v 53
E 2AATNA Eenar ddgk o AW i S Quanta A o] 2ol A
LGHAEe] 53 &zxE& JAAT Jazze A diEde] A
Quanta 7Alo]~7F A" &2 MU Jazz Photo #Alo]A~E 3473k Ao

L F42 A Pujisl 2&ozve deludn s sAw W9

k)

Univis 7 0] 20l 453 o1ul ) H Y2

J[m

3 2L

J[m

3 e Fa3 8

51) Fujifilm Corp. v. Benun 605 F.3d 1366 (Fed. Cir. 2010) Discussion section %t
al

52) A&

53) United States v. Univis Lens Co., 316 U.S. 241 (1942)
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o]#dt BWHIA Quanta #Alo]29] ZHF 6& 53] 47 o2& WA A

e 71Eol Bsle] AAQ AoA Bsjel As| offel= wd gk

= 71F 69 B EPEH) ‘o Foldx] Bo A FEoR AEPT A 3F

o, ad AEL AAE FHSHAL gHnE 1 5HE AT A

el ANE AAD B Ackdd A Be WA HnSo)
Quanta Alo]z=oA iAol A &A% o2& ALt =42 )
Aardeh 7 As APwdel Ao Bee T fASRA T

R ol2e A Belw AW ),

54) "Whether outside country or functioning as replacement
parts, the Intel Products would still be practicing the patent,
even if not infringing 1t”
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A|54 Ninestar 7 o] 2o A e = A| 4 F155)

1. Abd A5

Ninestar Technology Co., Ltd (“Ninestar China”)&= < =rolA Epson
America Inc. 5 ("Epson”)°] #wjdl ZHE JFLEZ A S ofAlo} & FH
Sl THE T JAE WA FYe H=o 2 £Y3 F Ninestar
Technology Company, Ltd. (“Ninestar U.S.”)¢} Town Sky, Inc.
(“TownSky”) (Al A} B5F E38sle] “Ninestar”)oll o) =k o) A
Tl 3} A T

EpsonAltE mlZo] ZHE FLEG A 3t EFHAS HFsta ggloex
2 A7] NinestarE A& ITCo A4S A7 tE5) 20073 ITCE 9]
of ™3] Ninestar® Y43 ZHE JIEZ A= Epsontte vl 535 #

g BAS L FUFA FHS UE 55

71 % Ninestar U.S. ¢} Town Skyt ITCO FdTFA HH= &3}
o

1 ALsA da JFEYAE njFow S9lsta g

=

off
-
32
o
=2

2010 ITCE ZAA & Ax602 /A3

55) Ninestar Technology v. ITC 667 F3d 1373 (Fed. Cir. 2012)

56) A% Background section %l

57) Certain Ink Cartridges and Components Thereof, Inv. No. 337 - TA - 565

58) general exclusion order, limited exclusion order and cease and desist orders

59) [Certain Ink Cartridges and Components Thereof, Inv. No. 337 - TA - 565,
USITC Pub. 4195 (Oct. 19, 2007) (Final Orders)

60) Enforcement proceeding
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(1) Ninestar®] +%

St Ao A Ninestars= ITCY HWHE w=2x e Ao tsfa F3}
A ekl 238 Ninestard] ©]# 3t 9= ITC/F HE &5 25
7] Wi AFs 92 3 Zolgta 3 ETl. Ninestar:s “ojw =7}

ol
il
=

M Az B oA Ff= 2 AT oYl doA=EAE EE

BE E54 29W Ad B A

% vE SEAe 1 58He] FAST ik AFol Al Ax 2
w50 Y9 o) RAHEE 1 SHY AFY MFOoR Fo|
ME 55U FsehA @Evy #gAch mebA Ninestars]
ek glolA Azy AFEe] oM Bult 1 F 3 AFe]
o $qo Httn AABE M52 1 AFel W Pal T4
% @ A%l ke Aolth

61) Civil penalty

62) Certain Ink Cartridges and Components Thereof, Inv. No. 337 - TA - 565,
USITC Pub. 4196 (Apr. 17, 2009)

63) Ninestar Technology v. ITC 667 F3d 1373 (Fed. Cir. 2012) Discussion section

“Violation of the commission’s order” -+ ZFil
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“Jazz Photot®) 70| 2o A% AWaiso] B @aie woA At
2 oBuE AE @Rl W 587 AdEA @i w3 2w AF
MEoze £qe mF 5% dd @+ Adn AL F Jaw

Photool 4 &= AAJdl o] vl E3HL oA AL AFol 23|

“Ninestar= & 7Alo]2~ 9 o]e} #dd A% o]&¥ #dg olxe] 3
= AW ol Quanta Aol el oA H 7] EofoF Frhar A%

67 A Quanta Alo]zolA Adwd AMEEI WHE A&

of os) AAHAY Awjrt HA] &2 AFo] vwm WE FEHE A

of d|gst= Aol oyt A FTE ESE Fujifilm Al o] 2o A &4

WYL Quanta AAo]a7F X0l &0 HGol oA AGH AT

it
W

R

>

64) Ninestar Br. 43 - 44

65) Jazz Photo Corp. v. U.S. Int’l Trade Comm’n, 264 F.3d 1094 (Fed.Cir.2001)

66) 264 F.3d at 1105.

67) Quanta Computer, Inc. v. LG Elecs., Inc., 553 U.S. 617, 632 n. 6, 128 S.Ct.
2109, 170 L.Ed.2d 996 (2008)
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68) Fujifilm Corp. v. Benun, 605 F.3d 1366, 1371 (Fed.Cir.2010)

69) Ninestar Technology v. ITC 667 F3d 1373 (Fed. Cir. 2012) Discussion section
% “Violation of the commission’s order” - Za1

70) A& (“However, neither the facts nor the law inQuanta Computer concerned
the issue of importation into the United States of a product not made or sold
under a United States patent. In Fujifilm Corp. v. Benun, 605 F.3d 1366, 1371
(Fed.Cir.2010), the court remarked that “ Quanta Computer, Inc. v. LG
Electronics, Inc. did not eliminate the first sale rule’s territoriality
requirement.”)

71) exclusion order
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A owl= ool el Agk gl A7 vl SsdAte] S dE 2307

A6d LG Electronics A o] &0 Aol A & 275)

1. 4476

72) knowingly and in bad faith
73) petition for certiorari

HAL2 FuFA ol Kirtsaeng 3425
sto] AW Yol S ALY AL ofFe #IAE olE FAS

ZA105)] E53}o] Ninestar7} s 7FE A A A AT 1 A3 7R3 & 2013,
3. 25. 717Fgk Aot} o ki)
75) LG Electronics, Inc. v. Hitachi, Ltd., 6565 F. Supp. 2d 1036 (N.D. Cal. 2009)
76) % Background section #iL
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£33 PCI E8E& o] &3] vlojlazzz M HAS A4 2 dojgt
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5 Qe doldas Hesian

& AR 7 Alefol = 53] glolA 2 Ak (License Agreement)<] ol
o npag Ak (Master Agreement)o] =] gt} 2fo] A~ A efo
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1
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70 % Abeke oA AHE Quanta AolZS FAS WL AAEd LGAAE
Quanta 7o)~ = AFEEH AW 4712] E3]@o] thadl Hitachi®] A& = ol F=
2] W OJoﬂ 2ES A7) o].Oﬂg]_

78) 0112 =9 o] Eﬂ/\}_4

79) license disclaimer
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e AFH AzdA oA Bl A5 45 sk ARt vt
2E Aokl A olstr “o] Alek(ntAE Aleh)e] fube 53 2hold sl
T FFE A F jls B oty 53] gholdze] TR WR o]
T =2 v WrIE A T80

O LGA A= 2 ARRES Quanta Alo] =9 FRATE FFste 1
ol Hitachi AsFellA d&ALe] &2 F3] 585 FdstA +3
Fa A &tk Aol &Y, 595 4

of i W= Hx #e A= b vEdA dojd A g w
e 2 el =Tt Fujols ABHA Fevhe Aot

Hitachi= |23 LGAAFS] F4el thafA vbef .

ol

olatol = axlol ) BalE Augelel dere] daly s HES

(1) Quanta 7o)z~ sl afA]

A HWH AL Quanta o] =0l thdllA stz 9 Zo] A ST

80) oAl Quanta Aol Far
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o4AG dE A= Fulsdel daiM = vdwme AA7E vk wEbA o)
gk ¥Hl= Quanta Ao =9 d 9 Qto] Eol7F U Ho] Wulsitt 3 Aol
t GHEo], ditimide] Aol g ol E e w Ag = i
("authorized sale”)= A d& oA v ("authorized foreign

Sale//)E I—@—%I:]’J‘__I_ ’Eﬂz\jl;;‘:]l—o] H_]%]__é‘]_q”82)

2

i

Ea

A QE AN Bk SRR I EHAS 27 AA
i T LGAAY T4 wobEel: 2e Quanta Aol ol A o
fo] BeahA e "2q olEe] SHWE Hfss ARE xdA@
th. Skste Hitachi ol Fo] EAs: AFS Frias LGaAst o
Abe] grol iz Aokel ola) 1 AFL FWAOL A W Bpuls} o] F

AL E Bratn Aslel e AL B4 H7] fEolry

-
i)

“AH7F, Quanta Alo] oM ti A AR Avj= v 2jolA o] Fof
A s AL AT wEbd QALY FiEo) A= w= 9
oA A7k HAG= A B AES v el dnjzet AEA] o

A
< AE vFo & W LGHAA FHAF Quanta Alol~E A st

81) LG Electronics, Inc. v. Hitachi, Ltd.,, 655 F. Supp. 2d 1036 (N.D. Cal. 2009)
o A1 Discussion section & “Foreign Sales” & i
82) &

83) end-run around exhaustion
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HoAg = Hx dAuirb vl oA o] Folxl Ao A= LGH
Zpl Al B2k FARAS U= Aol wiAldGa 2=
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= =
e a8 A A o] A AW e Quanta #HAF AwrE A

Quanta Al o] 2o A wjA| st A} $F o] =8} ]

5
T A e AW ga gde] By oFo e Wudd wuel

84) LG Electronics, Inc. v. Hitachi, Ltd., 655 F. Supp. 2d 1036 (N.D. Cal. 2009)l
4] Discussion section & “Foreign Sales” % *11

85) Jazz Photo Corp. v. International Trade Commission, 264 F.3d 1094
(Fed.Cir.2001)

86) Fuji Photo Film Co., Ltd. v. Jazz Photo Corp., 394 F.3d 1368 (Fed.Cir.2005)

87) LG Electronics, Inc. v. Hitachi, Ltd., 655 F. Supp. 2d 1036 (N.D. Cal. 2009)°ll
/\1 Discussion section & “Foreign Sales” H-# Zi

S8 @x7E 55 &% o] & st 53U o]dE FfHste WY 2 59

Y0 A A% A o5 A W AEES e 4as Tens o

89) LG Electronics, Inc. v. Hitachi, Ltd., 655 F. Supp. 2d 1036 (N.D. Cal. 2009)l
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&9 Fuji Photo Film 7lo]2olA 1wk & HYL nx 53 Alxd
o] 9] FHE WIsK = =t AdF AT Fuji Photo Film # o]

25 X§F 58] Aol zolA o] et A2 vl oA vl

vy

A2 AR = v= A 8 obye} v= o) Avfel e A

4] Discussion section & “Foreign Sales” #¥# %kl

90) Miller v. Gammie, 335 F.3d 889 (9th Cir.2003)

91) LG Electronics, Inc. v. Hitachi, Ltd., 655 F. Supp. 2d 1036 (N.D. Cal. 2009)
2] Discussion section % “Foreign Sales” -+ ZFil

92) extraterritorial effect

93) Microsoft Corp. v. AT & T Corp.550 U.S. 437, 127 S.Ct. 1746, 1751-52, 167
LEd2d 737 (2007); Deepsouth Packing Co. v. Laitram Corp., 406 U.S. 518,
531, 92 S.Ct. 1700, 32 L.Ed.2d 273 (1972); Brown v. Duchesne, 60 U.S. 183,
195, 19 How. 183, 15 L.Ed. 595 (1856); Int’l Rectifier Corp. v. Samsung Elecs.
Co., 361 F.3d 1355, 1360 (Fed. Cir.2004); Rotec Indus., Inc. v. Mitsubishi
Corp.,215 F.3d 1246, 1251 (Fed.Cir.2000)

94) LG Electronics, Inc. v. Hitachi, Ltd., 655 F. Supp. 2d 1036 (N.D. Cal. 2009)

4] Discussion section % “Foreign Sales” & i1
95) &
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A7d STMicroelectronics A o] 2o A 2] = A 4 Z196)

v. SanDisk Corp. United States District Court

Inc.

96) STMicroelectronics,

EASTERN DISTRICT OF TEXAS SHERMAN DIVISION (March 26, 2007)
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1. 449D

tSow E3AAY =24 v =2 (worldwide) ol X 25 o3
Agol 53 &Axe] ALl o] AFA AgsS vlstal A o F
A HES] B7]= tth Jazz Photo Aol SolAe= S3AATE 4

A oes ool AE dE B @ Aeddd, SHAAt 48 AFES

Bulg A7) oyl Sel AR RE 2R foldAE fo we A 3
Aol Wk m= o)A o] Roln A9 S& ARzt A Bl Az

(1) b A

538 #A0 STMicroelectronics (“STM”) ApALe] 53] AR tfs)A
Toshiba company (“Toshiba”)oll Al worldwide fo]lX 25 & A=A
STMe] SanDiskE Atz A7 &EFA9% STM¥* SanDiske 247}
STM¥ ToshibaZ} 2-& gho]id 2 Fofo] STME SanDiskE Atz
el Fde FE3 o= Fdo] He A ofFo] s ofA A
g8kt

19983 3¢ 99 S Al wHagdz st STMY Toshibas 53 golA
2 Foks AlZd SFT99) g7 ge]l s oo ostH STM

97) A% Fact ¥% 1
W) &
99) cross license agreement
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Toshiba % 71 A4k oA STMe] H3o] thald A2 F= 5% @
F oo B AANE seakg ko

=

(2) SanDisk®] F7102)

SanDisk®] F4ol] wam A thide] Y= wEZ:= Toshiba’t
Flash Vision ("FV”) ¥} Flash Partners ("FP") 2}= ok ALk
itk A7l % 3 A= Toshiba®t SanDisk7F &% 3tell  (joint
owner) ¥ = FAtelvt. SanDisk® FAol o]st¥ SanDisk+=
A7 W2ElE FV, FP =& ToshibaZ 8 Ful& s}7] wito whek
FVel FP7} Toshiba®] #p3|Ateb 58] &3 of 2o oA STME 4

7] 271¢) 53 el 42 o7k flvk= Aol

o

O O
=

(3) STMe] F5108)

STMe] el 9sti Jazz Photo 7ozl 9]Es8te] w=r 5315 23
7171 AdiM = EAE s Bzt v 5310 oA o] Foj Aok @

v F3 314 t)104)105)

100) Toshiba and its subsidiaries a non-exclusive, non-transferable, royalty free,
world wide license, without right to sub-license third parties, under STM
PATENTS to make, HAVE MADE, use, lease, sell, offer for sale, import, or
otherwise dispose of Licensed Products,and to use any methods covered by
STM PATENTS, for the lives of STM PATENTS

101) & A= A7 H= 279 58]0 e = 7] ghol s g ofel] Egho] 4
= 53¢ dsid= vEel sl

102) STMicroelectronics, Inc. v. SanDisk Corp. United States District Court
EASTERN DISTRICT OF TEXAS SHERMAN DIVISION (March 26, 2007)
Analysis % 11

103) A&

104) Jazz Photo Corp. v. ITC, 264 F.3d 1094, 1102 (Fed. Cir. 2001)

_42_



kAl STM-2 SanDisk7}F &zlo]| &8 WAle Hall F4& wWolstaxt
St “o] 7t &= A = 7] WEE I vl=lA Hx Furt o]
o] A= AN Zsjolsta STMT Toshiba 7He] £38 #ho] Al

Hoko] STME E3]o tist =4 gl+= o] 2~ (unconditional license)

STMS] F# o] W= FPolA SanDisk®9] T AdE oA o] F
oI I ¢ I AFS Uwely FoR FAujE o wlar ujof A
FujE Aol gt FHE T T3 SanDisks FVE HE AH A=

& TS n RE B

=
rir
1
re
k<
2
>
o
1
K3
N
o
El
3
=

2 A WA B Fol wAsE Tulxte] ALgel tE FAl A
& 2N, old @ olEe] AL A7 @uldl oalN SHAAE
) AE] AN FAH AEe 55 XS wA WG Aol
gt o F 42 o] B wWule)

g0] ¢t} 10M108)

105) Fuji Photo Film Corp. v. Jazz Photo Corp., 394 F.3d 1368, 1376 (Fed. Cir.
2005)

106) LG Elecs., Inc. v. Bizcom Elecs., Inc., 453 F.3d 1364, 1369 (Fed. Cir. 2006),
See Mitchell v. Hawley, 83 U.S. 544, 547 (1873)

107) Id. at 1369.
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“I Aleto 2 Eolsb ToshibaZb Al 3#xE 93 Tz (FEAF A
Ak, foundry) 3 9l¢F ASIC A4F PR E sl AS AQstas STMO=E
HFE 231 gl 229 #olX 2~ (unconditional worldwide license)&
wokvhar Aot w3k 4] ol Toshiba &2 Toshiba®l A

= At F2 gArQlel AL Al 32k A A
(3]

SanDisk+ Toshibat FV¢ FPell o8] A& AAbsialal FPé Fve
Toshiba®] Ars|Abe}al F=33ch, STM2 FV$ FP= Toshiba®] =}3] A}
7} olUetia FAA A A7 WIS o] = 3|A}7F Toshiball =F3] A}t
oS ok Ao B OARREY s oA MY 8% A= TS
sl Az v 5357F Hx At v Bro A o] Folxl Aok 2=
A ogkold ol oA 535 axle] o] H= Al o F o109

108) STMicroelectronics, Inc. v. SanDisk Corp. United States District Court
EASTERN DISTRICT OF TEXAS SHERMAN DIVISION (March 26, 2007)
Analysis % #31

109) 35

110) Boesch v. Graff, 133 U.S. 697, 701-703 (1890) (lawful foreign purchase does
not obviate the need for a license from the United States patentee before
importation into and sale in the United States)

111) STMicroelectronics, Inc. v. SanDisk Corp. United States District Court
EASTERN DISTRICT OF TEXAS SHERMAN DIVISION (March 26, 2007)
Analysis F# Za1
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AdS Fof Bt Be Ao] gsttal & Aot of

A)84 Round Rock Al o]0 9] =4 21113)

1. A A 7]

Round Rock Research LLC (“Round Rock”) #Alo] oA =HH <

rlo

E3 A< Round Rock® SanDisk Corporation (“SanDisk”)oll th g
53] sl 42 Round Rockel Ta s AF3 ddd S8

Micron Technology ("Micron”) . 238 AFdASL WAW7] A Micron

o] Toshiba company (“Toshiba”)el Al 3] ¢fgt 2fo]X 29 )& Toshiba
°] SanDisk®¢] Round Rock &3] #|¥°] = A3t A9S 7
o 7 31 wp2bA Round Rock®] 3= 4z o] oA A3

113)  Round Rock Research LLC v. SanDisk Corporation No. C 11-5243 RS,
2014 WL 2700583 (N.D. Cal. June 13, 2014)
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2. AHE A

R
ol

SanDisk+= Round Rocke] 2009% Micronl. =55 2H 3 E3] 9
/1 Round Rock¥} glo]lX 2 S st o) geolo ol=x X3}
B21x Ay ol xWH 9l (Northern District of California)el Round

anDisk7} Tl = A Eo HAFHE FAEA go

Rl

|

, HYe 20149 6Y 13 <F
A3 (Summary Judgment)ol] 4] SanDisk®] =A] A% F=2S A A5}

= AN #AL #9

Round Rock 715 FA}F B #hold 2~ @55 (Licensing activity) dh+=
AERA FH e 539 53 =Y AES A = A9 Non
Practicing Entity (NPE)o|th 114 =-A] AXlo] JAAFEATIE HA e <F2

N
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FAdo] YW E3E= Z A wWEY (flash memory) ©lufo] 2~} o
Aola A7l HE Halsohan dHojA = A% SanDisk7f

o Fuigt EEAl RS F7I

)

Toshiba A}3]A} (subsidiary) & <

19
S
A=l A (incorporation)dt #l o]t}

271 E3]Z0] Round Rock? 287 ¥7] o] A= Micron? A-&o|%
3L Micron< Toshibaol Al &}7] W]-8-¢] glo]dx AkS A AT

“nonexclusive, non-transferable, royalty-free, world-wide license,
without the right to sublicense third parties, to make, have made,
use, sell, offer for sale, import or otherwise dispose of licensed

products and to use any methods covered by Micron patents-:-”115)

o] & FA3 Avmolof & ¥IE L Toshibat Microno 23HE F2H
gol Mg wgkthe Aol

SanDisk+= %47] Round Rockel Z#A] W 2Ed #AH E3 = Toshibad
SandDisk=2¢] Ad3t At &= Fduj2 AR EA7] o Toshibaz -
B Fulst d2Ze e st e TS FAAHA Fevdn FESEA

t}116), oo ™3] Round Rock<> Toshiba®] vl wl = Hro A o] huj

¢

J

58] & o] &35t AFS AASHA Zi 5FHE WEAY AFEY olE a8
st QA (F2 A=A o A 5slE9 o ] *~e Fi t7tE WA
g Tt ol AS AAet= dH FYste 3AL 53 FEojgak

2] 311 Patent Assertion Entity ("PAE”)&}ta% &8t}

115) Case3:11-cv-05243-RS Document358 Filed06/13/14 (ORDER GRANTING IN
PART AND DENYING IN PART MOTION FOR SUMMARY JUDGMENT
RE PATENT) Background Section

116) 3+ Toshiba®} SanDiskite] v 2 o] P 9= LdRoA dojut Ao ZA
olo] = A =E thEo] AT
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J2t e ol
WA Bl wrelA 9 e wulE @ AFEd dele] 1 F pw
AFES) mFowe] 59 @ gyl BAE = Qe SHAAY wF 5
A8 27 AAA 2719 @97t hol ohdzt o Fsk Ael 9
| el g el geke] ZFag

Hd

Rl

o]

2

3. AW Hde #d

(1) AA

2 AP 53 23 o9 dutE oz ool o] Adusta At
“ml= B 271%°] 9 (35 US.C §271 (a), (), (g) ¥yix= A
7V sk Hald ol tiEiA @k glo] (“without authority”) @33}
< wiwk 1 HA Felo] dva Ask Ao e YgF 55 &F o]

al
g AF] "t mE 53

‘53 Xl o]&2 EsHAE 53] HEH AES A 3 Folk
EF WS o] &3] 1 AF wuf FTo] ALgo7tA] 1M e E AL WA E)

7] fgtolrh. ol =go Wyl HiE ZAE 53do] Hed AFe

27 gl Bl QuHoR gal AEe] Bl o SsAAT Pl

117) Quanta Computer, Inc. v. LG Elecs, Inc., 553 U.S. 617, 625 (2008))
(“Quanta”)
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of Akl wieiA Ade 7S HIhE A v= At

‘ol 1 BHAAT AES )
Aol ol G7bE olm AE wsk)
53 278 SsAe] B At Bo7h A= Aol Fate] wayHcl

71 o] t}.”119)

N

[

(2) Round Rock® +%

Fall Aol 53] Axle] HEo] WA Feve TS s fsA
Round Rock-2 Jazz Photo A2 #Alo]2~&3120) Ninestarl2) o]~ E
ol g3le] whHlS &l gtt. & £9] Jazz Photol22) #Ao]~ oAM= “n|=
o] 53 w= HiolA 71L& AFel o= A% HA Fevh S
E3 &7 ol&d 93 R3S et A3 HAx Bujr) v =

el WM Ldojuersttt” o AAsta vk S sha Ut

(3) SanDiske] F%

olo] tha] SanDisk¥ Quanta #Al°o]2=E AF3HA Round Rocke F%

118) Princo Corp. v. ITC, 616 F.3d 1318, 1328 (Fed.Cir. 2010) (en banc); see also,
U.S. v. Masonite Corp., 316 U.S. 265, 278 (1942)

119) Case3:11-cv-05243-RS Document358 Filed06/13/14 (ORDER GRANTING IN
PART AND DENYING IN PART MOTION FOR SUMMARY JUDGMENT
RE PATENT) Discussion Section

120) Jazz Photo Corp. v. ITC, 264 F.3d 1094 (Fed.Cir. 2001), Fuji Photo Film Co.,
Ltd. v. Benun, 463 F.3d 1252 (Fed.Cir. 2006), and Fujifilm Corp. v. Benun, 605
F.3d 1366 (Fed.Cir. 2010)

121) Ninestar Tech. Co. v. ITC, 667 F.3d 1373 (Fed.Cir. 2012)

122) Jazz Photo Corp. v. ITC, 264 F.3d at 1105
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= Whskal itk =, Quanta Aol Z=ol A W= AW tiR A

J|m

allowing such an end-run around exhaustion.”)o] WA st U

thi= 7 o] T}123)

1) Quanta #Alo] =9 g3k

P2 Quanta 7lolAE AHSH 53 e wHE Aud = 3l

S35 7bel 1@ Aelel thalA obelsk 2ol AFeta ek

r\r

aYHME, AR 4

rE
(o,
Lo
i

gt s AwstHEA LG
Electronics 7| o] Z~o A126) B WML 2719 Jazz Photo caser= X o
HA9 Quanta Aol H|Fo] & uw ¢ o] B3 Wleo] @ 4 gty

BAS A B WA o ol ole@ 2AE s Aol halA

m

123) Quanta Computer, Inc. v. LG Elecs., Inc., 553 U.S.

124) Case3:11-cv-05243-RS Document358 Filed06/13/14 (ORDER GRANTING IN
PART AND DENYING IN PART MOTION FOR SUMMARY JUDGMENT
RE PATENT) Discussion Section

125) LG Electronics., Inc. v. Hitachi Ltd., 655 F. Supp. 2d 1036, 1044-45. (N.D.
Cal. 2009

126) A&
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A o]Z2 S Hgdof sl A AR disiA WESE] kA ZSkr] o
o] B AL B alcto] & Quanta Aol AE <lgste] A A%

o] A& oF tEiA AGT F ke Aol
2) Jazz Photo #Alo] ¢} +d
HAL Fl7]of AAIE o]F =2 A& Jazz Photo Alo]e= B ARQHY}, -

o] ¥]|= 2 Jazz Photo #Ao]=E & Aldte] AHE3= AL BELIIHA

wogasta gk olst Wle B4 WEe AHEs|R ALk

7

§2
o

A2 LG Electronics Alo] = A = ARQto Al e} o] S35 @7t A4t
S 3 (embodying)stal = AlFol thEk “A4F (make and have
made), AF& (use), vl (sell), % ¢F(offer for sale), T (import) -2
Y% (dispose of)”o tist =2 glo]dx2E We3s| sofstar o]o 4

st 7} (consideration)E 7 2 53 5ol st A

127) 605 F.3d 1366 (Fed. Cir. 2010)

128) Benun, 605 F.3d at 1371; Ninestar, 667 F.3d at 1378

129) Case3:11-cv-05243-RS Document358 Filed06/13/14 (ORDER GRANTING IN
PART AND DENYING IN PART MOTION FOR SUMMARY JUDGMENT
RE PATENT) Discussion Section % Scope of exhaustion part

130) A+7] Discussion Section % Applicability of patent exhaustion to overseas
sale section #il
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aHHA 7] 5 ARV o Fd 2 218 A5 oAwe 2 (“any
downstream purchasers”)el| thste] & A7|& & F JAEFH Fost=
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£ MPT Alojalbe oz SuA, A9 Al gl sholdxs Aot &
oA AR 7H 2] AwjrE o] Fol X AR o] EAdt= Dol Jazz
Photo®} Ninestar #Alo]2=ol A o] ARy} %= o] Avkar FA|s}aL
ATt = 7] Jazz Photo?t Ninestar 719 7o+ w= 9jejA 9o 3
w7} S8l @ztel Al ola] FAHHom o]Folon £ i AY AF

Qe ehol ol o @ sl FutE A Fgbrhi ol rhi)

AL Hede] Ags B Arjet 22 o= v 535 7S
i e AES vE A Tete 89 AAlERs 2

= U2 Fg Ads R e ofyee FES T 5 deA =8
%, ¥ ARQtel A Toshibaw™ Round Rock¥}e] #}o]xzs A oko] m=md

71A B v Y2 e dds Fo] Eithal B th1s)

|2, Round Rocke Bl SsldE52 d &7 Microns §3lA

131) Multimedia Patent Trust v. Apple, Inc. 2012 WL 6863471 (S.D. Cal. 2012)

132) ol st Aol AEs] 2u| 7t vk 9ukstiA, Jazz Photo Alde] 2 &l
st “AHgk mar QoA AFY Y2 G AFY HmoEAY £l I
oAt7] Aol w= 53] dig glo]d g e ZE WAStE A ofyn g
HA 2] Aol7] wiEoltt (Jazz Photo, 264 F.3d at 1105)
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o] 71 &AWk Toshibaol Al 5319 7] WA varoz =4 = 9
L oglolHAE gbE wa fold Ao 2B & qdutn Utk 53

dojd 2 og dAdg & = “worldwide license”E F£o3 AL 4H

18 Fgr] Qe ol WaAsrin B

w719 A% EHAA] AF Y& Bl T ool
Fadgel qA SHAAL 53 W FF 3TE T F AEF 9
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s o] AR SejE AFe] Bule] ofn] AT FAF A
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Lo

£ EUR F71E g7tE geode AR B S gl ddskd

T} .135)

134) Fuji Photo Film Co. v. Jazz Photo Corp., 249 F.Supp.2d 434 (D.N.]J. 2003) #
o]zl A Aol A mEH FAujE AEF T dFE e vz £
E‘rol’\*/\e 7FZL zpe o) &l #ul7b ol Fo] HAekar oyl AR o] g He v
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osl A Baks) oA ekt
135) S B ApelA] Toshibat B8 $HE mgee AES vFoz 4908
Adkol Ol UAE ojnl AReGTi wotrh webd MFozel Wb of %

o]A 7] Aol FEA7F ¥ chipell 3k AfFAo] Toshibadl A SanDisk® d o]zt
AR o]tk Strjets o] ApANtow EF Aol A I 5FAS JHA
3 = JdE £dlo] Wk 3 He] BAS JolA = (end run) HIE F o=
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k3l SanDisk+ Kirtsaeng 71 0] = E138) 1§38t Al 24l 9
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Aeha gl oldl el WAL olee o] Beralm v}

palt

[e)
TS

“Kirtsaeng 7ol A XA (copy right)oll #Hste] 94 A gle &
3] A% (international exhaustion)= X A| sl Z o]l HAlE v]= ARF

Y #FAAo|th139 Kirtsaeng 7o~ v AZA M (Copyright

AL vpgA sk ] grkar dA T

136) Tessera, Inc. v. ITC, 646 F.3d 1357, 1369-70 (Fed. Cir. 2011)

137) Case3:11-cv-05243-RS Document358 Filed06/13/14 (ORDER GRANTING IN
PART AND DENYING IN PART MOTION FOR SUMMARY JUDGMENT
RE PATENT) Discussion Section & Applicability of patent exhaustion to
overseas sale section 1l

138) Kirtsaeng v. John Wiley & Sons, Inc., 133 S.Ct. 1351 (2013)

139) Kirtsaeng v. John Wiley & Sons, Inc., 133 S.Ct. 1351 (2013)el] uwt=H A =}
Hel Aol &7 o2& Mgdoz EFdoAY 23 o] fAlstE FAAR
AAlstar Aok (AR A AREE = Gol2A ‘first sale’ S AZEAEE] §
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106(3) o oJAg wet4 Wi AgE A% A7H7)

140) Kirtsaeng v. John Wiley & Sons, Inc., 133 S.Ct. at 1363

141) ¥ HY2 SanDisks= Jazz Photo AlEe] #HAl= Quanta Alo]2=9} Kirtsaeng
Aol z=e] Ao o dEA o= HIHJ F4star vt A RE Ninestar
Aol 2o A g4 HYL Quanta Aol v A% o] &9 AFH Ags
H 78t BAIE gk Blo] ofygtal sAglal, Kirtsaeng Al o]~ A &
gt HaS gk AolA| 5ol ok ddS g A ofym=E oo I
= AaHdelA oA ok gkar e A el thRol A AR
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142) Case3:11-cv-05243-RS Document358 Filed06/13/14 (ORDER GRANTING IN
PART AND DENYING IN PART MOTION FOR SUMMARY JUDGMENT
RE PATENT) Discussion Section % Applicability of patent exhaustion to
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mj gk Ao 3jF3t= Jazz Photo Aol 2 Ninestar #Alo]~9f= AFA

o
o
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A9A MPT #Alo] 2o A e A A Z1143)

I

2010 12€¥€ 209 Multimedia Patent Trust (“MPT”):= Apple Inc.
(“Apple”), LG % Canons JUlz2 53 3| &%

o

A 718 k. MPTel
nay A7) SAHES FF glo] MPT7F Afrskal = Hitle 45 7
= AdyH 535 FHoz A& u= Aolth oo Ws] Canons

42 o] f = oF WAL aWegrhe

r
-
H
ot

MPT®é] F7%ol m=w Canono] #wjsi= AlFol Lol Q=

@ Fujitsu? F o] MPT E3146E A3ty =33
o} Canonol wW=w AT&TS} Fujitsu?t 47 '377 588 ¥dets =
7 9= worldwide #Fo]d 2o 93] MPTS EdE A2AHY T ufe}A
2719 Fujitsu®] A#FS 2E33H= Canond] Al dis] 53 s

¥ @ F gka F3eh

143) Multimedia Patent Trust v. Apple Inc., 2012WL 6863471 (S.D. Cal. Nov.9,
2012)
144) 73+ Discussion H-¥# Zra
377)

145) USP 5,136,377 ('
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o
@)
=
j=rg
=
=5
O
-
rr
N

‘B8 47 ool wiwte]l ZYYE o|Be, B3E AT 24 Yt

A Al 7] Aolt}, givkel EFAXE olw] 1 A|Eo] I RE U}
A& (full value)E WH7] W&ot} 150) s vk 53] A% o] L& 573

Axe] A3 Y= WojE AAZ D6

5 A= FujitsuZt A% A= dujE A=A ofFolm o] Adlo] o]
Aol ez Folz AR 53 Azl ol& MPT7F 53 & +

4@ 5 Qe A7 BAL @ Aol

146) 35 U.S.C. § 271(a), (), (g).

147) Quanta Computer, Inc. v. LG Elecs. Inc., 553 U.S. 617, 625 (2008).

148) Excelstor Tech., Inc. v. Papst Licensing GmbH & Co. KG, 541 F.3d 1373,
1376 (Fed. Cir.2008)

149) Multimedia Patent Trust v. Apple Inc., 2012WL 6863471 (S.D. Cal. Nov.9,
2012) Discussion section % “Canon’s affirmative defenses of licensing and
patent exhaustion” %3

150) Princo Corp. v. ITC, 616 F.3d 1318, 1328 (Fed. Cir. 2010) (en banc).

151) Multimedia Patent Trust v. Apple Inc.,, 2012WL 6863471 (S.D. Cal. Nov.9,

2012) Discussion section % “Canon’s affirmative defenses of licensing and
patent exhaustion” %12
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(1) ghol Az Apal 7152

19981 12€ 149¥ Fuyjitsu Limited (“Fujitsu Ltd”)e} '377 532 oA
2 A9l American Telephone and Telegraph Company (‘“AT&T”)&
53] ol Als A2 i, 1996 1¢ 22¢ YA F7F Aok
AAdstdt. A7 53 goldz Alekel osbd 377 53 Ak HS
x3ho] w1 wpElA Fujitsu Ltde ‘377 53 & A= w=A A
ol gk AR ARE, e B ]l dEE goldAE ATTE H

B ok} 15

=

T3 Canon® F3ol w2 EA7F ¥+ Canon #AlFol £33 Fo] 3l
+ Fujitsu H2 7] 53] glold 2 Alekdd A5 A& FH=A AF
23tol ®na stw, MPT+= o]o] ths] oFx kvl wepa] A
7} ¥+ Fujitsu <2 AT&T ¢ Fuyjitsu Ltdzt £3] glolxd 2 A ek
E3gheo] ®th, MPTE AT&TS Fujitsu Ltd?t 53] gho] 2 AeFo] of
A% FaghA] =2 on Fx H 7 ofd A ogFS AV shA| Rk

HYL Canono] AA G SHAE ¥ ORE ofA %k 7|9 A% &

ot

152) &
153) &3] #to]Ad 2= Ak section 1.01

(a) AT&T grants to FUJITSU under AT&T’s PATENTS nonexclusive
and nontransferable licenses, and FUJITSU grants to AT&T under
FUJITSU's PATENTS nonexclusive, nontransferable and royalty—free
licenses, for SEMICONDUCTIVE DEVICES. (b) All licenses granted herein
under any patent shall, notwithstanding theexpiration of the LIMITED
PERIOD, continue for the entire unexpired term of such patent.. (¢) The
licenses granted herein are licenses to (i) make, have made, use, lease,sell
and import SEMICONDUCTIVE DEVICES...
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MPT+E B3k Fujitsu o] 7] AT&T ¢ Fujitsu?t 53] golA 2= A
ofol & @Awj7t HA=A o A ows AR S EAVF He
& Fuyjitsu Electronics, Inc. (“Fujitsu Electronics”)oll 2] sjA] Fhuj 7}
¥ A Fujitsu Ltd.ol 9|3k #vj7t ol k= F4 ol shxw 53
ghol A2 Ak 1.0l shd 7] Ak Fujitsu Ltd ¥ oyt 3
#3]A}  (Related Company)® X3go] =i o] TIAHEIAE A3 A}

(Subsidiaries) &= 3 3Fo] ¥t} 154155)

Canon®¢] A&3 ZAHd <23  Fujitsu Electronicsi=  Fujitsu
Semiconductor Limited (“Fujitsu Semiconductor”)2] A}3]AFo] a1 Fujitsu
Semiconductors= Fujitsu Ltd.2] #}3]Abel] sjd3stt}d. 3k Canond A=
sk S A 93] Fujitsu Ltd.”} Fujitsu Semiconductor o Al A B g2}o] A
2= (sublicense)E 3 AAFS STHIATH Wb 2 HYALS Fujitsuet
AT&T 7t 53] o)A Aeke] 28] Fuyjitsu Electronics® -2 377

S3ol el MEgol s e AFds AEAATH

I

©
Jm

8 27le] Y T

154) “The grant of each license hereunder includes the right to grant sublicenses
within the scope of such license to a party’s RELATED COMPANIES for so
long as they remain its RELATED COMPANIES.”

155) “a corporation or other legal entity the majority of whose shares or other
securities entitled to vote for election of directors . . . is now or hereafter
controlled by such company.”

156) Multimedia Patent Trust v. Apple Inc.,, 2012WL 6863471 (S.D. Cal. Nov.9,
2012) Discussion section % “Canon’s affirmative defenses of licensing and
patent exhaustion” %12

_61_



ol o AA W& AHETI|E S

HYL “MPTY FFo w2 vlar 2fo|Ale] FvfE= Jazz Photo Al
9] A9} Ninestar Alo] 2o 93] v+ EFHE 423 A7]x gonmZ

Canon®] 471 o] & wWroj= o]f §ltk= ZAHIBD F o5 Aol 9

ol

[

= AbetS W MPTE Fujitsu Electronics®t Canon 7+e] w7} g H
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= HYLE ‘B AR w2 o]t = #AvlE AT&T7F Fujitsu 2
1 A3Ab Al 377 EF 9 BHEAA =4 Q= worldwide ol A AE

Fo%  Fujitsuet AT&T 1He] gho]id e 9ofsja] o] Fojxn. 1=
T ARQEE2160) Tessera 7o) 2o o] efA] stho] o] Folxfof gt} "161)

157) [The Jazz Photo line of cases includes Jazz Photo Corp. v. ITC, 264 F.3d
1094 (Fed. Cir. 2001), Fuji Photo Film Co., Ltd. v. Benun, 463 F.3d 1252 (Fed.
Cir. 2006), and FujifilmCorp. v. Benun, 605 F.3d 1366 (Fed. Cir. 2010).
Ninestar Tech. Co. v. ITC, 667 F.3d 1373 (Fed. Cir. 2012)

158) Jazz Photo, 264 F.3d at 1105.

159) See Jazz Photo, 264 F.3dat 1105; Ninestar Tech., 667 F.3d at 1376-77.

160) Tessera, Inc. v. ITC, 646 F.3d 1357 (Fed. Cir. 2011)
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2 AEFE E92e A5E Esla, Tessera Aolxe 5 AR} a9

g gol dalA A, g, o], Bl % $UT S el soldsg
27 glo] sl wekA FujitsuZb ‘377535 ¢ #d

zo] gAvf= A = Aol sidskal ol @ Aol s AxlolE

H 9 Canonl

>

suA o

S e Bt QRAA dojuiAm

2 ARQE2 Round Rocke] AFSHd} FAFshH FHo| tpFo]a Tessera 7|
29t FAbslth S Al dide] ® v 53 AIAZHEE =

161) See also Honeywelllnc. v. Victor Co. of Japan, LTD. 298 F.3d 1317,
1328-29 (Fed. Cir. 2002).

162) See Quanta, 553 U.S. at 636-37; Tessera, 646 F.3d at 1369-71; Honeywell,
298 F.3d at 1328-29.
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A108 Tessera A o] oA el A4 7F163)

1. A4 A 160

20074 129 21¥Y Tessera, Inc. (“Tessera’)+= ITCe Elpida Memory,
Inc. and Elpida Memory (USA) Inc., (“Elpida”)E 33l HEHa=9] 3]A}
E AW =E TesseraZt E A3 wheA] 3 #d 5315 olf=2 Fd=A
AN AL 549 T}.165)166)167)

Tessera?l F2 A2 AALe] 71 ol dA 24 Tesserat AHA7F
HAgstil e 58 daiA v veA] Vles Efstal U 3AL
of ol AkS AAYTt Tesserar= AAE H{3 535 “TCC

oM #ha BeEE PR ehol M A wglor sEHoR

163) Tessera, Inc. v. International Trade Commission 646 F.3d 1357 (Fed. Cir.
2011)

164) Tessera, Inc. v. International Trade Commission 646 F.3d 1357 (Fed. Cir.
2011)¢] Background section % Tessera’s Licensee #il

165) Infringed U.S. Patent Nos. 5,663,106 (the "'106 patent”); 5,679,977 (the "'977
patent”); 6,133,627 (the "'627 patent”); and 6,458,681 (the "'681 patent”)

166) section 337 of the Tariff Act of 1930, 19 US.C. § 1337

167) Certain Semiconductor Chips With Minimized Chip Package Size and
Products Containing Same, No. 337-TA-630, 2009 WL 3092628 (Int'l Trade
Comm’n Aug. 28, 2009) ("Initial Determination”)
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168)8 A F o] Fuj= = reporting 7] 7Fo)

7)
2 o X E% & running 2EEH S A 258k vk T3 ol
2 5o 9} B H

A 2 oged 2 FHE ot A o= A4 g
o dzmitt A FA3 FHE o]FolA Utk = o] Aok W&}
Z7e] webA, Tesseras= o] A Al 7} Tessera £33 disiA TCC &
ol d 2 AlFel gk du Foll g HghS Fof g6

Ao R Zbzb o) gol d A tha it 22 ‘ol A" 28 ¥
gatar ok “grolAlAlE ol dlAl &2 Al 3A7}F Tesseaol Al A E]
ALl -5 HFHohe Aol ghsto] gholdx AlFol s ol dAE
7421 T}170)

o] HaEe Hojx AR AFS Tessera etolAAEZFH
P= ¢ AFel st Elpida® 45+ Adds 74 Aol e

20099 ARRES 2 FAIANTIE= HFE FAA (initial
determination) 3} % F& o F-¢ #E FA 2o Tesserad 53
AL Tessera golAAIZREE Fuldt AFol tajre AWHATH

AT 3 2 5 AL ol FAFFALY] AA] T 55 &%)

I AEE Y& oM HEESE 1A &7 2 sFA Y. Tesserats ©| 2

168) upfront fee

169) Appellant’s Br. 56 "Subject to the terms and conditions [of this agreement],
Tessera hereby grants Licensee a . . . license to the Tessera Patents . . . and
to sell . . . and/or offer for sale such TCC Licensed Products.”

170) Id. at 57.”Licensee is licensed only to Licensed Products for which Licensee
or a third party has satisfied a royalty obligation of Tessera.”

171) Presiding administrative law judge (“ALJ”)
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Tesserax= #gk A= FAvj7t gl Esta AnAdo] 58 A%l
e A8 A2 Fdtva FEeAH. TCC gheld e o =4
7} A &% 7] Aol grol Al Eel &g v ghold s Aol e #
i 7E ol E 2 Agh e At ofyeta

ZAEE WA EAdAY =A AEI7] wiEol Tessera®] %ol <3t
W ool gt ol AAEd 93¢t Huj= 5T AZS o7 4 gl A

o]},
ITC #An A3 Elpidas ©]#] 8t Tesserad F#o] thasiA olao} &
THoR AT ‘535 AL 'E3dAAY A A= w9 siA

ok7] F =417 Tessera’} TCC gholAlA| S0 Al o

WA o] 29EE HHFE P=A 52 957 =i =A= doldA s

172) In the Matter of Certain Semiconductor Chips with Minimized Chip Package
Size and Products Containing Same, Notice of Commission Determination To
Review in Part a Final Initial Determination Finding No Violation of Section
337, 2009 WL 7138999 (Oct. 30, 2009)

173) Quanta Computer, Inc. v. LG Elecs., Inc., 553 U.S. 617, 636, 128 S.Ct. 2109,
170 L.Ed.2d 996 (2008)
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174) Tessera, Inc. v. International Trade Commission 646 F.3d 1357 (Fed. Cir.
2011)¢] “Patent Exhaustion” section Zril

175) &

176) &

177) 5
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180) Exclusion for License
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181) TCC Alekol 21wl 2lolAlAl o] Tessera® el ZEE] A Hol% golAx A
FS A = e A diEide Yt gzt tgEo] gls AR ot
182) Tessera, Inc. v. International Trade Commission 646 F.3d 1357 (Fed. Cir.
2011)¢] “Patent Exhaustion” section %L

183) See, e.g., Bloomer v. McQuewan, 55 U.S. (14 How.) 539, 549, 14 L.Ed. 532
(1852)

184) Tessera, Inc. v. International Trade Commission 646 F.3d 1357 (Fed. Cir.
2011)¢] “Patent Exhaustion” section il
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A5& Lexmark Alo]2o| A9 ZFA AR

A 1d A9 54

1. AF49 M8

27 AAy TwHEyE HEo AlAe e 79 2uh. Lexmark
International Inc. (Lexmark)w ZdHe9} EY 7IEZAE TrE& AL
24 FtE A #H3 9y 535 Histal AT Lexmarks 7ME ]
AS dFe v= delA g yUHAls v A dvfsiaith
Impression Product Inc. (Impression)© ¢ oA #v]¥ Lexmarke] 7}
EgAE AbEo] wlmolA e stadth o Aol lojA Lexmark

2 5E o el 7aAE 2T

&

AR FUI0)

N
ol
L
(o,
rlo
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=

£

.
N
Nl
=)
Hl

QoA HujE FLE A Y E EF

Aol Ro] HLHR Fevha FAEF Y. 1 ol f+= Kirtsaeng Al o]~

185) A& Background section il

186) Lexmark Int’l, Inc. v. Ink Techs. Printer Supplies, LLC, 9 F. Supp. 3d
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188) In law, an en banc session is a session where a case is heard before all
the judges of a court - in other words, before the entire bench - rather
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189) Kirtsaeng v. John Wiley & Sons, Inc., 133 S. Ct. 1351 (2012)
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198) And in 2001, the Federal Circuit adopted its blanket rule that foreign sales
do not trigger exhaustion even if the patentee fails to expressly reserve its
rights.
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Abstract

International Patent Exhaustion

In The United States

Hwang, Ju Chul
Intellectual Property Law
The Graduate School

Seoul National University

Under patent exhaustion doctrine, if products covered by a patent
right have been sold by somebody who has an authority for the sale,
the patent right of the patent holder is said to be exhausted. It is

also called as first sale doctrine.

When first sale of a patented product occurs in the US, then patent
exhaustion doctrine would apply for the subsequent sales. However,
sales could be occurred in another countries and the license between
licensor and licensee gets complex. Until recent US Supreme Court’s
decision in Lexmark, it has been unclear whether the authorized sale

outside of United States exhausts the US patent right.

Against this background, it i1s worth to take a close look at recent



decisions as for the patent exhaustion. By doing this, we may be
able to get a sense of the patent exhaustion trend in connection with

international exhaustion in the United States.

keywords : Patent Exhaustion, International Exhaustion,
Domestic Exhaustion, Lexmark
Student Number . 2014-20832
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