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= £y 35 U.S.C. §256 ' %o 7uksle] ek A123%, #1333,

L6 35 U.S.C. §256. Correction of named inventor

Whenever through error a person is named in an issued patent as the inventor, or through error
an inventor is not named in an issued patent and such error arose without any deceptive
intention on his part, the Director may, on application of all the parties and assignees,
with proof of the facts and such other requirements as may be imposed, issued a certificate
correcting such error.
The error of omitting inventors or naming persons who are not inventors shall not invalidate
the patent in which such error occurred if it can be corrected as provided in this section.
The court before which such matter is called in question may order correction of the patent
on notice and hearing of all parties concerned and the Director shall issuedﬁ ertificate
12 - x{ 'kl-.' L
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that the inventor listed in the patent derived the invention from the claimant's work must
show derivation by clear and convincing evidence ... This language is similarly applicable to
claims of co-inventorship made after a patent has been issued — particularly where, as here,
the patent has been outstanding for a considerable time and the patented device has been
successful. ... In these circumstances, it would be inappropriate to permit a lower standard
than clear and convincing evidence.)

19 671 F. 2d 1368 (Fed. Cir. 1982) (sufficient circumstantial evidence of an independent
nature can satisfy the corroboration rule.)

20 988 F. 2d 1187 (Fed. Cir. 1993) (Throughout the history of the determination of patent
rights, oral testimony by an alleged inventor asserting priority over a patentee's rights is

regarded with skepticism) . . .
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31 35 U.S.C. §135. Derivation proceedings

((a) Institution of Proceeding.—An applicant for patent may file a petition to institute a
derivation proceeding in the Office. The petition shall set forth with particularity the basis
for finding that an inventor named in an earlier application derived the claimed invention
from an inventor named in the petitioner's application and, without authorization, the earlier
application claiming such invention was filed. Any such petition may be filed only within the
1-year period beginning on the date of the first publication of a claim to an invention that
is the same or substantially the same as the earlier application's claim to the invention,
shall be made under oath, and shall be supported by substantial evidence. Whenever the Director
determines that a petition filed under this subsection demonstrates that the;;t ndards for.
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29 (patent trial and appeal board, PTAB) A <1 &< (derivation)
e das gdss s AP 35 US.Co 1350 wEw,
PTABO| ot 22l &9 ofF A AHderivation proceeding)®] 74+
55 oA FEsts @Ey sdsiAY AHAHom FU3Hthe
same or substantially the same) el A I/HLEZFH 1d oo
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ddetd 2ol 95 FHAasAY 537F FoHA ¥RF 28T
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W (the same or
substantially the same)?*| oH-& #dsl= 7|52 Graver Mfg. Co. v.
H

o
Linde Co. AFz1? 2o A A"k o8 (Supreme Court of United States)ell

instituting a derivation proceeding are met, the Director may institute a derivation proceeding.
The determination by the Director whether to institute a derivation proceeding shall be final

and nonappealable.)

32 339 U.S. 605 (Supreme Court, 1950) (What constitutes equivalency must be determined

against the context of the patent, the prior art, and the particular circumstances of the
case. Equivalence, in the patent law, is not the prisoner of a formula and is not an absolute
to be considered in a vacuum. It does not require complete identity for every purpose and in
every respect. In determining equivalents, things equal to the same thing may not be equal to
each other and, by the same token, things for most purposes different may sometimes be
equivalents. Consideration must be given to the purpose for which an ingredient is used in a
patent, the qualities it has when combined with the other ingredients, and the function which
it is intended to perform. An important factor is whether persons reasonably skilled in the
art would have known of the interchangeability of an ingredient not contained in the patent
with one that was.)
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33 97 U.S. 120 (Supreme Court, 1878) (Authorities concur that the substantial equivalent of
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devices do the same work in substantially the same way, and accomplish substantially the same

is the same as the thing itself;
result, they are the same, even though they differ in name, form, or shape.)
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34 988 F.3d 1187 (Fed. Cir. 1993) (That said, however, the case law is unequivocal that an

inventor's testimony respecting the facts surrounding a claim of derivation or priority of
invention cannot, standing alone, rise to the level of clear and convincing proof.)
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66 35 U.S.C. §116 (When an invention is made by two or more persons jointly, they shall a
pply for patent jointly and each make the required oath, except as otherwise provided in thi

s title. Inventors may apply for a patent jointly even though (1) they did not physically

work together or at the same time, (2) each did not make the same type or amount of contribution,

or (3) each did not make a contribution to the subject matter of every claim of the pagent.)
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WYAE FAG AN 5 AR A0

7lolo] A H FEo ik WAAQ shehdE AASHA fev
238y FF WS Twd] A" EAE sAsty] S A Aok
T 3 olde AEE Alole] FE e AHEeltt (Burroughs Wellcome Co
v. Barr Laboratories Azl °%). #el= oW {3 Y97t T5F

E gystr)el Fd " FAHAAN FEIAY SwEEHA

FTE APAE B 2P Aol oy TR Yo

a

(Fina Oil and Chemical Co. v. Ewen®?). ojwl x}&o] v a 7]o]o

Owens Ford Co. AFA 79). w3 Ao 7]odsl olguton FZ
U279 e glew, 2 g Ay dA 7)o diloln, 7t

FE WHAE AAZ AgE wgel gastn §FE ofolriold

67 35 U.S.C. §256 (Whenever through error a person is named in an issued patent as the

inventor, or through error an inventor is not named in an issued patent and such error arose
without any deceptive intention on his part, the Director may, on application of all the
parties and assignees, with proof of the facts and such other requirements as may be imposed,
issued a certificate correcting such error.)
68 4o F. 3d 1223 (Fed. Cir. 1994) (A joint invention is the product of a collaboration
between two or more persons working together to solve the problem addressed.)
69 123 F. 3d 1466 (Fed. Cir. 1997) (Nonetheless, our precedent provides guidance as to what
types of acts are, or are not, sufficient in quantum and quality to establish joint
inventorship. One need not alone conceive of the entire invention, for this would obviate the
concept of joint inventorship. However, a joint inventor must contribute in some significant
manner to the conception of the invention.)
7o 758 F. 2d 613 (Fed. Cir. 1985) (An inventor "may use the services, ideas, and aid of
others in the process of perfecting his invention without losing his right to ?Fp teq}a)
45 ; “q —— T



T% mdsls= o 7]oEoF ¥t} (Burroughs Wellcome Co. v. Barr

Laboratories AF71 7 1),

AuAgo] 7lojsh= 2 B9 glo], ©@es] Wrigo] £33 U=
Lokl A Bl ZisAel Al ZidEHe T8 TEs VR4 eR
Fdst= P T TYAR WA Z=vh (Sewall v, Walters
AR TR wEbA, 2 e gy HA 7)Es Al el A
Asts A olde sHA & AHES 3% EREAE ofyY (Hess v.
Advanced Cardiovascular Systems, Inc. AF 7?), @t xtE Alg2 ol

r}

s S8 did e A w2 vides e

52

(Amgen, Inc. v. Chugai Pharmaceutical Co., Ltd AFA " %),

EE s wWAs e Jidel die A" rlofel Wi

Sz ZAS Awslor . AA Fel A vpsAR Ao
ga Jlele B3 glol: Afed #ed & gt 408 A9y
71

40 F. 3d 1223 (Fed. Cir. 1994) (We emphasize that we do not hold that a person is precluded
from being a joint inventor simply because his contribution to a collaborative effort is
experimental. Instead, the qualitative contribution of each collaborator is the key—each
inventor must contribute to the joint arrival at a definite and permanent idea of the invention
as it will be used in practice.)

T2 91 F. 3d 411 (Fed. Cir. 1994) (In addition, Sewall has failed to persuade us that the
Board clearly erred in finding that Sewall's design of circuits to carry out Walters' idea
was simply the exercise of the normal skill expected of an ordinary chip designer, which did
not involve any inventive acts on the part of Sewall.)

73 106 F. 3d 976 (Fed. Cir. 1997) (The principles Mr. Hess explained to them were well known
and found in textbooks. Mr. Hess did no more than a skilled salesman would do in explaining
how his employer's product could be used to meet a customer's requirements. The extensive
research and development work that produced the catheter was done by Drs. Simpson and Robert.
Our review of the record satisfies us that those findings are not clearly erroneous, and that
they support the district court's conclusion that whatever contribution Mr. Hess made to Drs.
Simpson and Robert did not constitute conception and therefore did not make Mr. Hess a co-
inventor of the catheter claimed in the '071 patent.)

T4 927 F. 2d 1200 (Fed. Cir. 1991) (In some instances, an inventor is unable to establish a
conception until he has reduced the invention to practice through a successful experiment.
This situation results in a simultaneous conception and reduction to practice.)
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(Fina Oil and Chemical Co. v. Ewen A} 7°).

7o 123 F. 3d 1466 (Fed. Cir. 1997) (Nonetheless, our precedent provides guidance as to what

types of acts are, or are not, sufficient in quantum and quality to establish joint

inventorship. One need not alone conceive of the entire invention, for this would obviate the
concept of joint inventorship. However, a joint inventor must contribute in some significant

manner to the conception of the invention.)

76 969 F. Supp. 818 (Dist. Court, Dist. of Columbia 1967) (A joint invention is the product

of collaboration of the inventive endeavors of two or more persons working toward the same
end and producing an invention by their aggregate efforts. To constitute a joint invention,

it is necessary that each of the inventors work on the same subject matter and make some
contribution to the inventive thought and to the final result. Each needs to perform but a
part of the task if an invention emerges from all of the steps taken together. It is not

necessary that the entire inventive concept should occur to each of the joint inventors, or

that the two should physically work on the project together. One may take a step at one time,

the other an approach at different times. One may do more of the experimental work while the
other makes suggestions from time to time. The fact that each of the inventors plays a
different role and that the contribution of one may not be as great as that of another, does
not detract from the fact that the invention is joint, if each makes some original contribution,
though partial, to the final solution of the problem.)
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e 438 71A T st
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53))E 53t Lawsons 2k dglom t& P&GE 99 A
ste] &x] Er. o] 3 K-C+= 912 P&GE Pampers® 714 A7}

Enloe £33 A&t 4. K-Cx= %3 35 U.S.C. §2917 %9

o

W&} Enloe 537} Lawson S3REU $4d& 7IRgs A
79 P&GE WHAE Al7|ste] K-C9 Huggies® 7] A+7F Lawson
5315 A&l F438tM, Lawson 537} Enloe S3EY -AHA=
7EAH, Enloe 53 &9 AAF #AAHANA Lawson 53¢ 550
SMEA %7l witol Enloe 537F Fastd + dvka FEHTH

T3 P&GE 35 U.S.C. §2567 Yol wa} Lawson 5319 F7F W=

77
78

973 F. 2d 911 (Fed. Cir. 1992)

Pre-AIA 35 U.S.C. §291. Interfering patents (The owner of an interfering patent may have
relief against the owner of another by civil action, and the court may adjudge the question
of the validity of any of the interfering patents, in whole or in part. The provisions of the
second paragraph of section 146 of this title shall apply to actions brought under this

section.)
79 35 U.S.C. §256. Correction of named inventor
(Whenever through error a person is named in an issued patent as the inventor, or through

error an inventor is not named in an issued patent and such error arose without a?i deceptive
i
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7147 @57k Lawson 53]l 7] flwS T3t &5 EHAR
Buell#} BlevinsS F7}stdA  Lawson E3]¢ @9  Ax=

1985 1979dc® JdIFFloZA  Enloe E39 19829

gy d o 4gs FAstaA stk a8y, Lawsons  EAb

skl o, Buelldl 27] 2ol thato] ok AR &gkl ®3t, Buellst

olo] tste], ¥ 3] g4 WY(Federal Circuit Court of
Appeals)2 AT FHYE A= Agsle] shupe] whyo] r]ojsk 4=

9eA wadehs APzt Ame £4) % Aze] Ao histe] @A

5 US.C. §116 29 oA

"TE o E(ointly) g WA wolrh w@edh Joirh oy Zojtn

intention on his part, the Director may, on application of all the parties and assignees,
with proof of the facts and such other requirements as may be imposed, issued a certificate
correcting such error.

The error of omitting inventors or naming persons who are not inventors shall not invalidate
the patent in which such error occurred if it can be corrected as provided in this section.
The court before which such matter is called in question may order correction of the patent
on notice and hearing of all parties concerned and the Director shall issue a certificate

accordingly.)

80 35 U.S.C. §116. Inventors (When an invention is made by two or more persons jointly,

they shall apply for patent jointly and each make the required oath, except as otherwise
provided in this title. Inventors may apply for a patent jointly even though (1) they did not
physically work together or at the same time, (2) each did not make the same type or amount
of contribution, or (3) each did not make a contribution to the subject matter of every claim

of the patent.)
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81 973 F. 2d 911 (Fed. Cir. 1992) (What is clear is that the statutory word "jointly" is not

mere surplusage. For persons to be joint inventors under Section 116, there must be some
element of joint behavior, such as collaboration or working under common direction, one
inventor seeing a relevant report and building upon it or hearing another's suggestion at a
meeting. Here there was nothing of that nature. Individuals cannot be joint inventors if they
are completely ignorant of what each other has done until years after their individual
independent efforts. They cannot be totally independent of each other and be joint inventors.
We therefore hold that joint inventorship under Section 116 requires at least some quantum of
collaboration or connection.)
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123 F. 3d 1466 (Fed. Cir. 1997) (Nonetheless, our precedent provides guidance as to what typ
es of acts are, or are not, sufficient in quantum and quality to establish joint inventorshi
p. One need not alone conceive of the entire invention, for this would obviate the concept o
f joint inventorship. However, a joint inventor must contribute in some significant manner t
o the conception of the invention.)

89 SR, CRMIROBIET , TR - BEAGL | H1236S (LIRS, 2006), 1239
89 973 F. 2d 911 (Fed. Cir. 1992) (What is clear is that the statutory word "jointly" is not
mere surplusage. For persons to be joint inventors under Section 116, there must be some
element of joint behavior, such as collaboration or working under common direction, one
inventor seeing a relevant report and building upon it or hearing another's suggestion at a
meeting. Here there was nothing of that nature. Individuals cannot be joint inventors if they
are completely ignorant of what each other has done until years after their individual
independent efforts. They cannot be totally independent of each other and be joint inventors.
We therefore hold that joint inventorship under Section 116 requires at least some quantum of
collaboration or connection.) _1
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91 106 F. 3d 976 (Fed. Cir. 1997) (The principles Mr. Hess explained to them were well known

and found in textbooks. Mr. Hess did no more than a skilled salesman would do in explaining

how his employer's product could be used to meet a customer's requirements. The extensive

research and development work that produced the catheter was done by Drs. Simpson and Robert.

Our review of the record satisfies us that those findings are not clearly erroneotj, and that Y =
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Simpson and Robert did not constitute conception and therefore did not make Mr.
gy 2011, 9. 29.

inventor of the catheter claimed in the '071 patent.)

they support the district court's conclusion that whatever contribution Mr.
92
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U7 gaks, g% wwolat Abeld] (AWA r1o] gld) FWA Aol WA BRFA o

=
Feol #ek A7 TAFINE, | A3ME AlE, Aoaddista Hkd Y (2022), 157H
94 91 F. 3d 411 (Fed. Cir. 1994) (In addition, Sewall has failed to persuade us that the
Board clearly erred in finding that Sewall's design of circuits to carry out Walters' idea
was simply the exercise of the normal skill expected of an ordinary chip designer, which did
not involve any inventive acts on the part of Sewall.) ﬂ
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dHe flete] dAH-AEH] AqE BAC Ry - HETH L5 B8R 7

m H oM, Faa 45 @ee] FE wuA wue By
a)

njaro] AWk 4=3] 34 M (Federal Circuit Court of Appeals)<

“

8 AL wE 53W 35 USC. §116 77 ellA

95 mwiel 2001, 11. 27. A3 995468 HA
1o

U0 zd, TEEW Al4w, |, urdA} (2013), 228-220% (R} Q1A o) 1%% i
el Aol A 4H 5 AL L BE, ol By ol RS FAe) A A slEolet
1% 8 4 Q. TE wgo] AW Y] el 19 e AnE FERA o|9d] W} Alo]o
T35 wge] 29 oAt Padst | g8M FEFAe] Fa4 )
7} d, T% | gME B wyel oAbt Basty, od 45 ¥y
o] oA} glo] ©ed] FAvl Azt WS AP A FAE FE VYAR AFE FE don

)
HEA, BE UPA Aens , (SSRAATOIEE) 5, HIA (2012), 3439
£ A SR s 2o 89Sl 1A (g TR A BA ool
5 uyael PSS wagl gdola wHe) WA g% 8,
S99 ¥ &9 OF 2 owwe] 34 GG, FA Dol Jleld Bie A
Mo Brbstelol & Aelth.” )
IR I 15 5 e T 12045 1 20 /R B19( A ) 5100378 (b & & 0, BEWI% & % B 7291213,
— ANDEDP TN COMEICEAET 2 220 bl Clda <, RATEAET 222 TLED) 20w
NEThDD, BEOEHEPLFRFEIEFE L X b 20101F, REERIRT 572005 R 0% 0 HAKLDMH
FRIZ BT, —fKI - ey 2 17 B3fR o F iz, %h%‘ﬂffﬁﬁ* HEZ 2T 22T H L) NE
Ths, (WG] BE WHAT} 57] AL @ Abgo] WE spgol Pelshs o] BashAE

A, FEos dofihs A% FRaor AT, sl Aol 35 WAL A olE A
A BAE HAS) A A4 2 0 AL A QA - A%HA 4 wA sl 2zol
Fad 29 ol Bast slolob wrh)

99

35 U.S.C. §116. Inventors (When an invention is made by two or more persons jointly,
they shall apply for patent jointly and each make the required oath, except as otherwise
provided in this title. Inventors may apply for a patent jointly even though (1) they did not
physically work together or at the same time, (2) each did not make the same type or amount
of contribution, or (3) each did not make a contribution to the subject matter of:[very__claim
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"T 5o R(ointly)"eh= A w7k @hedk Jofrt ofyEhe Aotk
e =

& A9 WEAE A HYH =Y F Y dol

Y HATE o= Arol ¥e = o ZA(at least some quantum of
collaboration or connection)S =2 3ttt} (“Kimberly-Clark v.

Procter & Gamble AbAd '°%)3 dtomx,

St B9 e dAFow A% oAl A%F Z¢l(open line of
communication)s 7F& wjgk 2HAYE 4= 9)t}” (Eli Lilly and Co. v.
Aradigm Corp. A ' i gto 2y, F34 435 fdHo| F5 Az

wete] W5 arloleha wakd vh glvh

of the patent.)
100 973 F. 2d 911 (Fed. Cir. 1992) (What is clear is that the statutory word "jointly" is
not mere surplusage. ... Individuals cannot be joint inventors if they are completely ignorant
of what each other has done until years after their individual independent efforts. They
cannot be totally independent of each other and be joint inventors. We therefore hold that
joint inventorship under Section 116 requires at least some quantum of collaboration or
connection.)

1ol 376 F. 3d 1352 (Fed. Cir. 2004) (Joint inventorship under section 116 can only arise
when collaboration or concerted effort occurs — that is, when the inventors have some open
line of communication during or in temporal proximity to their inventive efforts)ﬂ Y
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ARBITRON, INC. v. KIEFL A}z 4, KIEFL-& ARBITRON} 24
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Price v. Symsek A1 #de fAbsith =, 2 &9 oF
A AH(derivation proceeding)®] HTelAl A o] R g AP
AT, =, Ade Al A Avk 45 Z=A diste] Price v.
Symsek AP 'O oA #EE WEsta A5 AdE TA FE(clear

and convincing evidence standard)E SL-sby, “WHo] uAl EE=

$AN FFL Few Aol OE wwrte FAwomi Basm
MEE Qi 34 FEd 228 5+ 90T BAss,

Y BelAd AT WF AN T FE PUAR Q4" FI
At} B Bl 53 29 A Fods wmel okgol 19

115 noy
2=z 71 A

)3

T

W 2012, 3. 29. AaL 2011421855 FHA (P17}t o] AFA A1EF S &4
92 obA AA T whe} 2, davt o] AR A1EE ] LA E 2 A}
A oA gromz fusk o] Azl A1SH e BE wEAvhs 4 AT 0 4P
o] Rl 3 JuE o] AA A1EF Y FE wyAR Fdd 5= o, .. 28y Y Ja 3
ALE JARsHY] Hel® "r=A] FA 5o sy ’*@3}04 et dre] Aol e el H|
¥ ou, Sk FFSE A% g AIVORE Ausk o] A AIEH FE APAeke 2A
o F@g N3 Atk o] A AISH FF BPA} ohyekm A4 AP P ol
A4 FAZ gk, el 9 T wobsol gttt

116 988 F.3d 1187 (Fed. Cir. 1993) (That said, however, the case law is unequivocal that an
inventor's testimony respecting the facts surrounding a claim of derivation or priority of
invention cannot, standing alone, rise to the level of clear and convincing proof.)
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A4z E NEHAge]l Sl A9t Bk odd A%, T
Aol FEHI A VLA TAT mAtE AL EH
ohgd Ehelel uste] wWHRE Fir el TR weA,
Wyl ed Pl BAW} ool olsE wyel GvE sl
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A% FAH Fukeld FA-pEIIEe] HAAAMG Fol Aux
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ofUste] AmE &I BASA G AR HAg Aol

%%iﬂ}i? [i}Eﬂ, E%. ngtg o }ﬂ 2 ég.ggj31<3 = %g—?;f;}Iiklil }ﬂ_01~ ;g E%fél

At FAD 5 Q8 s o] g
2. W=

=] A, 20119 A" A 53 W (pre-AlA)Y] wEW,
wolgiadyyl A3k wye 35 U.S.C. §102(f) 2% o8 E3=
S 4 glee B, 35 US.C. §1030A Egidys ARuAS
A e ArjER AHEE & JdEs 4 1PV itk shA

4
2011 5389 7HAel whet 35 U.S.C. §102(D7F AHA1 =] Ak,

2ol =<U(derivation)ol] ™3+ pre-AIA 35 U.S.C. §102()¢ 7]&

FHAA = A Fox N EFH(Leahy-Smith America Invents Act,

128 Pre-AIA 35 U.S.C. §102 (f) he did not himself invent the subject matter sought to be

patented
129 pre-AIA 35 U.S.C. § 103 (c)(1) Subject matter developed by another person, which
qualifies as prior art only under one or more of subsections (e), (f), and (g) of section 102
of this title, shall not preclude patentability under this section where the subject matter
and the claimed invention were, at the time the claimed invention was made, owned by the same
person or subject to an obligation of assignment to the same person.
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AIA) 35 U.S.C. §101, 115 39 131 Zo] oJalo] A3 FxHta
ot

oIty S 35 U.S.C. §103914 A seto]

s
k1
facs
N
rlj
ko
r

= To|A EUE oE AlEe] 53
= 71" Lo gk 8uty X9 E FoFi= pre-AIA 35
US.C. 102(e) '?% o] thale] AHAS dAdsl= pre-AIA 35 U.S.C.

1031%% ) he &S FAE v A}t (Hazeltine Research, Inc. v.

Brenner Abd'?Y). o]oh e FA = AIACIAE A o] Ha gk F,

130 g5 U.S.C. §101. (Inventions patentable Whoever invents or discovers any new and useful

process, machine, manufacture, or composition of matter, or any new and useful improvement
thereof, may obtain a patent therefor, subject to the conditions and requirements of this

title.)

131 35 U.S.C. §115. Inventor's oath or declaration ((a) Naming the Inventor; Inventor's

Oath or Declaration.—An application for patent that is filed under section 111(a) or commences
the national stage under section 371 shall include, or be amended to include, the name of the
inventor for any invention claimed in the application. Except as otherwise provided in this
section, each individual who is the inventor or a joint inventor of a claimed invention in an
application for patent shall execute an oath or declaration in connection with the application.)

132 pra-alA 35 U.S.C. §102 ((e) A person shall be entitled to a patent unless— (e) the
invention was described in — (1) an application for patent, published under section 122(b),
by another filed in the United States before the invention by the applicant for patent or (2)
a patent granted on an application for patent by another filed in the United States before
the invention by the applicant for patent, except that an international application filed
under the treaty defined in section 351(a) shall have the effects for the purposes of this
subsection of an application filed in the United States only if the international application
designated the United States and was published under Article 21(2) of such treaty in the
English language.)
133 Pre-AIA 35 U.S.C. §103. Conditions for patentability; non-obvious subject matter ((a)
A patent may not be obtained though the invention is not identically disclosed or described
as set forth in section 102 of this title, if the differences between the subject matter
sought to be patented and the prior art are such that the subject matter as a whole would
have been obvious at the time the invention was made to a person having ordinary skill in the
art to which said subject matter pertains. Patentability shall not be negatived by the manner
in which the invention was made.)
134 382 US 252 (Supreme Court, 1965) (In its revision of the patent laws in 1952, Congress
showed its approval of the holding in Milburn by adopting 35 U. S. C. § 102 (e) (1964 ed.)
which provides that a person shall be entitled to a patent unless "(e) the invention was
described in a patent granted on an application for patent by another filed in the United
States before the invention thereof by the applicant for patent." Petitioners suggest, however,
that the question in this case is not answered by mere reference to § 102 (e), because in
Milburn, which gave rise to that section, the co-pending applications described the same
identical invention. But here the Regis invention is not precisely the same as that contained
in the Wallace patent, but is only made obvious by the Wallace patent in light of the Carlson
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patent. We agree with the Commissioner that this distinction is without significance here.
While we think petitioners' argument with regard to § 102 (e) is interesting, it provides no
reason to depart from the plain holding and reasoning in the Milburn case. The basic reasoning
upon which the Court decided the Milburn case applies equally well here. When Wallace filed
his application, he had done what he could to add his disclosures to the prior art. The rest
was up to the Patent Office. Had the Patent Office acted faster, had it issued Wallace's
patent two months earlier, there would have been no question here. As Justice Holmes said in
Milburn, "The delays of the patent office ought not to cut down the effect of what has been
done." To adopt the result contended for by petitioners would create an area where patents
are awarded for unpatentable advances in the art. We see no reason to read into § 103 a
restricted definition of "prior art" which would lower standards of patentability to such an
extent that there might exist two patents where the Congress has plainly directed that there
should be only one.)

135 1A 35 U.S.C. §102. Conditions for patentability; novelty ((a) Novelty; Prior Art.—
A person shall be entitled to a patent unless—

(2) the claimed invention was described in a patent issued under section 151, or in an appl
ication for patent published or deemed published under section 122(b), in which the patent o
r application, as the case may be, names another inventor and was effectively filed before t
he effective filing date of the claimed invention.)

136 ATA 35 U.S.C. §103. Conditions for patentability; non-obvious subject matter
(A patent for a claimed invention may not be obtained, notwithstanding that the claimed inve
ntion is not identically disclosed as set forth in section 102, if the differences between t
he claimed invention and the prior art are such that the claimed invention as a whole would
have been obvious before the effective filing date of the claimed invention to a person havi
ng ordinary skill in the art to which the claimed invention pertains. Patentability shall no
t be negated by the manner in which the invention was made.)
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ATA 35 U.S.C. §135. Derivation proceedings (a) Institution of Proceeding.—An applicant
for patent may file a petition to institute a derivation proceeding in the Office. The petition
shall set forth with particularity the basis for finding that an inventor named in an earlier
application derived the claimed invention from an inventor named in the petitioner's
application and, without authorization, the earlier application claiming such invention was
filed. Any such petition may be filed only within the l-year period beginning on the date of
the first publication of a claim to an invention that is the same or substantially the same
as the earlier application's claim to the invention, shall be made under oath, and shall be
supported by substantial evidence. Whenever the Director determines that a petition filed
under this subsection demonstrates that the standards for instituting a derivation proceeding
are met, the Director may institute a derivation proceeding. The determination by the Director
whether to institute a derivation proceeding shall be final and nonappealable. §291. Derive
d patents (a) In General.-The owner of a patent may have relief by civil action against the
owner of another patent that claims the same invention and has an earlier effective filing d
ate, if the invention claimed in such other patent was derived from the inventor of the inve
ntion claimed in the patent owned by the person seeking relief under this section. (b) Filin
g Limitation.—An action under this section may be filed only before the end of the l-year pe
riod beginning on the date of the issuance of the first patent containing a claim to the all
egedly derived invention and naming an individual alleged to have derived such invention as
the inventor or joint inventor.
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153 35 U.S.C. §135. Derivation proceedings

(a) Institution of Proceeding.—An applicant for patent may file a petition to institute a
derivation proceeding in the Office. The petition shall set forth with particularity the basis
for finding that an inventor named in an earlier application derived the claimed invention
from an inventor named in the petitioner's application and, without authorization, the earlier
application claiming such invention was filed. Any such petition may be filed only within the
l-year period beginning on the date of the first publication of a claim to an invention that
is the same or substantially the same as the earlier application's claim to the invention,
shall be made under oath, and shall be supported by substantial evidence. Whenever the Director
determines that a petition filed under this subsection demonstrates that the standards for

instituting a derivation proceeding are met, the Director may institute a derivation proceeding.

The determination by the Director whether to institute a derivation proceeding shall be final
and nonappealable.
154 ATA 35 U.S.C. §135. Derivation proceedings (a) Institution of Proceeding.—An applicant
for patent may file a petition to institute a derivation proceeding in the Office. The petition
shall set forth with particularity the basis for finding that an inventor named in an earlier
application derived the claimed invention from an inventor named in the petitioner's
application and, without authorization, the earlier application claiming such invention was
filed. Any such petition may be filed only within the l-year period beginning on the date of
the first publication of a claim to an invention that is the same or substantially the same
as the earlier application's claim to the invention, shall be made under oath, and shall be
supported by substantial evidence. Whenever the Director determines that a petition filed
under this subsection demonstrates that the standards for instituting a derivation proceeding
are met, the Director may institute a derivation proceeding. The determination by the Director
whether to institute a derivation proceeding shall be final and nonappealable. §291. Derive
d patents (a) In General.-The owner of a patent may have relief by civil action against the
owner of another patent that claims the same invention and has an earlier effectiye fjling d
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Abstract
A study on methods for
redressing a legitimate right
holder of a patent modified by

a misappropriate applicant

Kim, Tae—Heon
Intellectual Property Law

The Graduate School

Seoul National University

Under the Patent Act, the protection of legitimate right holders
regarding applications filed by non-right holders carried out in various
ways. First of all, according to the main sentence of Article 33 (1) and
Article 62 (2) of the Patent Act, applications by non-right holders are
grounds for refusal. Even if an application by a non-righteous person
1s registered, it falls under the grounds for retroactive invalidation
according to the main sentence of Article 33 (1) of the Patent Act and
Article 133 (1) 2 of the Patent Act. In addition, if an application by an
unentitled person is rejected pursuant to Article 62 (2) on the grounds

of violation of Article 33 (1) of the Patent Act, an application filed by
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a legitimate right holder within 30 days after the application by an
unentitled person is rejected considered retroactive to the filing date.
30 days after the trial decision to invalidate the patent of the non-
righteous person becomes final and conclusive in the case of a patent
invalidation trial decision pursuant to Article 133 (1) 2 on the grounds
of violation of the main sentence of Article 33 (1) of the Patent Act
with respect to the registered patent of the non-righteous person
Applications filed by the rightful holder within the period shall be

considered retroactive to the filing date of the non-right holder.

However, contrary to the purpose of the Patent Act to protect
legitimate right holders, in practice, many non-right holders often
modify the inventions of legitimate right holders, which they have
acquired through internal information or other means, to file patents
that go beyond the scope of identity. Commonly occurring cases
include filing a patent application for an improved invention by adding
components or substituting some components for the invention of a

legitimate right holder.

The primary remedy for the right holder of a modified patent of
another person shall be retroactive lapse through rejection or
invalidation of the patent of another person. Regarding the main
sentence of Article 33 (1) of the Patent Act, which is the basis for
refusal or invalidation of patents filed by others excluding legitimate

right holders under the current Patent Act, because the Intellectual
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Property Trial and Appeal Board and the courts are too preoccupied
with the judgment of identity, they neglect the protection of legitimate
right holders and cause unnecessary disputes. Since other patents
usually preserve the essential parts of the invention of the legitimate
right holder and add or substitute sub-items, the determination of
identity in the trial or litigation process is not interested in the
essential parts, but on the sub-items. discussion is the main subject of
discussion. Furthermore, if novelty or inventive step is recognized for
these secondary matters, the reality of the trial or litigation process
related to applications filed by non-right holders is that the trial or
litigation process ends as it is without the need to dispute whether the

legitimate right holder was involved in the invention of another patent.

Despite the circumstances revealing that another person has
applied for a patent for the purpose of stealing technology by getting
an idea from the invention of a legitimate right holder, since the text
of Article 33, Paragraph 1 of the Patent Act, which is a provision
related to applications filed by non-right holders under the current
Patent Act, is too preoccupied with the determination of identity, it
cannot solve the problem. As an alternative to the text of Article 33(1)
of the Patent Act, the legitimate right holder seeking a judgment of the
law and the Intellectual Property Trial and Appeal Board, which makes
a decision on it, are making considerable use of Article 44 of the Patent
Act, which is a provision related to joint application. However, the logic

of the Intellectual Property Trial and Appeal Board and the courts,
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which recognizes substantial mutual cooperation between a legitimate
right holder and another person who cannot have reached an
agreement on a modified patent of another person, and draws a
conclusion that it is a violation of a joint application, is clearly

problematic.

In the case of invalidating another person's patent based on Article
44 of the Patent Act, from the viewpoint of the legitimate right holder,
it 1s determined that the invention of the legitimate right holder was
applied without the consent of the legitimate right holder, and the
primary goal was achieved because the patent of another person was
invalidated. Even though the essential composition is presented by the
person himself, it is far from a complete solution to the problem
because it is merely a presumption of joint rights of equal shares with
others on an equal basis, which 1s merely adding a secondary
composition. In addition, since no judgment has been made on the
share ratio according to the contribution to others' patents, a new
litigation in relation to the share inevitably arises even when a claim
for share transfer is made in accordance with Article 99-2 of the
Patent Act newly established in 2016. The fundamental cause of this
problem is that, despite the fact that the application was initially
grouped, it was resolved through a joint application violation that the

regulations of the grouping applications failed to resolve.

It is important for inventors to actively utilize the provisional
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application system to establish a culture of filing patent applications in
advance ahead of an event in which an application may be filed after
the completion of the invention, for example, a request for prototype
production or a meeting for research collaboration. do. The provisional
application system is a system introduced by the Korean Intellectual
Property Office in 2020, and is a system that allows the applicant to
submit specifications without format restrictions, such as provisional
applications in the United States, in order to secure a fast patent filing
date. In addition, in relation to a later application based on an earlier
unpublished application, that is, an application of a legitimate right
holder, that is, an application for another person's patent is rejected
or invalidated after registration, the scope of identity of Article 29,
Paragraph 3 of the current Patent Act is determined in accordance with
the scope of inventive step. need to be expanded to Furthermore, in
Article 29, Paragraphs 1 and 2 of the Patent Act, the status of cited
inventions of novelty and inventive step cannot be limited to inventions
that were publicly known or publicly practiced in Korea or abroad
before a patent application under the current Patent Act. Rather, U.S.
Patent Act 35 U.S.C. 102(a)(2) and 35 U.S.C. Similar to 103, it is
necessary to extend to the invention described in the specification or
drawings originally attached to the filing of a patent application filed

prior to the filing date of that patent.

Regarding Article 62(2) and Article 133(1)(2) of the Patent Act,

which stipulate the grounds for rejection and invalidation of the main
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sentence of Article 33(1) of the Patent Act for applications filed by
non-right holders, rather than simply limiting the scope narrowly to
the case of not having the right to obtain a patent, similar to Article
21(1)(3) of the German Patent Act, by revising the reasons for refusal
and invalidity in the case where the essential content of the patent has
been obtained without the consent of another person from the
description, drawing, model, tool, or device of another person's
invention, or from the method by which another person uses it, trial
and litigation procedures for applications filed by non-right holders
should focus on examining what the essential content of the patent is
and whether the essential content originated from the inventor of the

patent or from another person without permission.

If the scope of transformation of another person's patent is
substantial and inevitably makes a judgment based on the joint
invention of Article 44 of the Patent Act, regarding the requirement
for substantive mutual cooperation as a requirement for determining
co-invention in judicial precedent, if someone else's patent is an
improved invention based on a technology that is not disclosed to an
unspecified number of people who do not have a confidentiality
obligation at the time of application for the patent, substantial
contribution to the creation of a technical idea by a component derived
from a legitimate right holder is recognized. If so, it is reasonable to
recognize it as a joint invention. In addition, the Intellectual Property
Trial and Appeal Board or the court, which examines the grounds for
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invalidation based on Article 44 of the Patent Act, does not simply
judge whether or not there is a joint invention, if a violation of Article
44 of the Patent Act is recognized, since there 1s no separate
agreement regarding the share of shares between co-inventors at the
time of application, it is desirable to block the occurrence of new
litigation in advance by determining the contribution rate according to

the contribution of each inventor together.

If the remedy of the legitimate right holder for the patent of
another person who exploited the blind spot of the current patent law
and made only modifications outside the same scope is neglected, the
administrative power of the state to guarantee the exclusive monopoly
granted to promote invention and promote industrial development
through the patent system is used to protect the wrong person. This
problem arises because there are limitations in the current patent law,
and the application of modified patents by others can be prevented
only when legislative improvement is supported. Based on the patent
law, a misappropriate applicant should be able to judge that it is
impossible to obtain the right with an application that is partially
transformed while sharing the essential content of the patent with the
invention of the legitimate right holder, it will be possible to

fundamentally block the application of patents modified by others.

Keywords : misappropriate applications, joint inventions, modified

patents, a legitimate right holder, a misappropriate applicant, a
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