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unless it.
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In re Bongrain Int’l Corp., 894 F.2d 1316, 1317 n.4, 13 USPQ2d 1727, 1728 n.4 (Fed.
Cir. 1990); In re Melville Corp., 228 USPQ 970, 972 (TTAB 1986).
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<Abstract>

Study Regarding Critical Measure of Time
for Acquisition of Distinctiveness by Use
and the Proof of Its Establishment under Trademark Law

Shim, Mi Rang”

The inherent function of a trademark under trademark law is to distinguish trademark
owner’s goods from the other’s. Therefore, trademark’s distinctiveness is an important
concept in the law governing trademarks and service marks. A trademark may be
eligible for registration, or registrable, if amongst other things it performs the essential
trademark function, and thus has distinctive character. But, even inherently
non-distinctive terms can acquire distinctiveness after exclusive and continuous use
by the applicant, which is called as “Acquired distinctiveness” or “secondary
meaning”. Acquired distinctiveness may be thought of as consumer recognition of
the trademark as an identifier of source, sponsorship, affiliation or other business
relationship. There are common regulations in Korea Trademark law Article §6(2),
Japan Trademark law Article §3(2 and U.S. Federal Trademark law(Lanham Act)
Article §2(f)(15 U.S.C. §1052(f)).

In recent years, due to the development of mass media and industrialization, it is
possible to acquire distinctiveness in short time. The marks are inherently non-distinctive
and have huge needs of free-use like descriptive marks, which acquire post-distinctiveness,
if an owner has exclusive rights, become strong trademarks to have broad range of
rights. It is possible to destroy fair market order. Therefore, fair and specific criteria
to determine acquired distinctiveness are very important.

Moreover, when acquiring distinctiveness in the aspect of interests protection of

prior users, method for proving evidence in the aspect of uncertainty of proof are
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important. Korean Trademark law requires acquisition of secondary meaning before
application, but Korean Supreme court bases its decision on the critical point of time
for determining whether to register. This is the result because the point of time for
acquisition of distinctiveness is confused with the point of time for determining
whether to register. So the revision of Korean Trademark law, which reflects reality
is needed.

With respect to prove secondary meaning, predictability is low because criteria
depends on specific situation and the party who makes such decision. Therefore,
clear standards should be established, which notes the U.S. related regulations. For
example, proof of substantially exclusive and continuous use as a mark by the
applicant in commerce for the five years before the date on which the claim of
distinctiveness is made may be accepted as prima facie evidence that the mark has

become distinctive by the director.

Keywords: trademark, distinctiveness, acquired distinctiveness by use, secondary

meaning, descriptive mark






